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DETAILED ACTION 



1 . The election/restriction made on 06/04/07 for claims 39-47 has been 
acknowledged. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

3. Claim 39 Is rejected under 35 U.S.C. 102(a) as being anticipated by Norrls et al. 
(US Publication Number 2003/0072013). 

(1) regarding claim 39: 

As shown in figurel Norris et al. disclose, a sound recording (4, figure 1) and 
image forming system (6, figure 1), comprising: 

a memory circuit for storage of data (20, figure 1); a print engine (6, figure 1); a 
microphone (28, figure 1); an interface circuit (22, figure 1); and at least one processing 
circuit that is configured to control a flow of data: (a) from said Interface circuit (10, 
figure 1), and (b) between said print engine and said memory circuit (36, figure 1); 
wherein: 
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said microphone generates an audio frequency signal from received sound 
waves (paragraph 1 3, lines 3-5; note that the microphone generate an analog audio 
data signal i.e. frequency signal in response to the sensed audio data); 

said interface circuit receives and converts said audio-frequency signal 
generated by said microphone into a first data signal (paragraph 13, lines 5r8; note that 
the A/D converter converts the analog audio data signal into captured audio data which 
is considered as the first data signal), wherein at least a portion of said first data signal 
comprises information representative of said received sound waves (paragraph 13, lines 
5-8; note that the portion of the captured audio data i.e. the first data signal is from the 
received digitized analog signal); and 

said at least one processing circuit is further configured: (c) to receive said first 
data signal from said interface circuit (paragraph 14, lines 1-3), (d) to convert said first 
data signal into a second data signal comprising a print job (paragraph 14, lines 1-6), 
and (e) to transfer said second data signal to said print engine for recording as a hard- 
copy printout upon a print media (paragraph 38, lines 1-4), in which at least a portion of 
said hard-copy printout is representative of said received sound waves (paragraph 37, 
lines 1-9; note that the audio data is extracted to the print command). 

Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 40-44 and 46-47 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Norris et al, (US Publication Number 2003/0072013 A1) as applied to 

claim 39 above, and further in view of Morohashi et al. (US Patent Number 6,043,899). 

(1) regarding claim 40: 

Norris et al. disclose all of the subject matter except for teaching wherein said 
microphone and said interface circuit are one of: (a) resident on a computer device that 
is physically separate from said print engine; and (b) resident on an image forming 
apparatus which also incorporates said print engine. 

However, Morohashi et al. teach wherein said microphone and said interface 
circuit are resident on an image forming apparatus which also incorporates said print 
engine (2, 20, 24, 31 , figure 2; column 6. lines 25-32, lines 42-43; note that the code 
pattern image recording apparatus incorporates the print unit, microphone and 
analog/digital interface). 

Norris et al. and Morohashi et al. are combinable because they are from the 
same field of endeavor. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have an image forming apparatus that include microphone, interface 
circuit and print engine because such system is efficient enough to have higher 
information transfer rate. 
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The suggestion/motivation for doing so would have been to make the system 
efficient and versatile. 

Therefore, it would have been obvious to combine Norris et al. with Morohashi et 
al. to obtain the invention as specified in claim 40. 

(2) regarding claim 41 : 

Norris et al. disclose all of the subject matter except for teaching wherein said 
system provides an automatic record mode that records said received sound waves and 
automatically creates said hard-copy printout, said mode commencing upon a first 
manual action performed by a user and terminating upon one of the following events: 

(a) after a first predetermined period of time, as selectable in advance by said 

user; 

(b) after a second predetermined period of time, as automatically determined by 
an amount of physical space that remains available upon a sheet of print media; 

(c) upon a second manual action by said user; and 

(d) upon a lack of received sound waves of a predetermined minimum audio level 
for a third predetermined time period. 

However, Morohashi et al. teach wherein said system provides an automatic 
record mode that records said received sound waves and automatically creates said 
hard-copy printout (column 2, line 60-column 3, line 2), said mode commencing upon a 
first manual action performed by a user and terminating upon after a second 
predetermined period of time (column 5, line 66-column 6, line 15), as automatically 
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determined by an amount of physical space that remains available upon a sheet of print 
media (column 8, line 66-column 9, line 2). 

Norris et al. and Morohashi et al. are combinable because they are from the 
same field of endeavor. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have a system that provides an automatic record mode that records 
said received sound waves and automatically creates said hard-copy printout and the 
mode starting when it is set up by user and ends if it runs out of print medium. 

The suggestion/motivation for doing so would have been for efficiency (column 2, 
liniBS 31-37). 

Therefore, it would have been obvious to combine Norris et al. with Morohashi et 
al. to obtain the invention as specified in claim 41 . 

(3) regarding claim 42: 

Norris et al. disclose all of the subject matter as described above except for 
teaching wherein said second predetermined period of time is graphically displayed in a 
graphic preview mode of operation. 

However, Morohashi et al. teach wherein said second predetermined period of 
time is graphically displayed in a graphic preview mode of operation (column 5, lines 46- 
49; line 66-column 6, line 4). 

Norris et al. and Morohashi et al. are combinable because they are from the 
same field of endeavor. 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have second predetermined period of time that is displayed graphically. 

The suggestion/motivation for doing so would have been to advance the 
accuracy of the system. 

Therefore, it would have been obvious to combine Norris et al. with Morohashi et 
al. to obtain the invention as specified in claim 42. 

(4) regarding claim 43: 

Norris et al. disclose all of the subject matter as described as above except for 
teaching wherein said system stores one of said first data signal and said second data 
signal as a file in one of: (a) said memory circuit; (b) a first bulk memory device that is 
resident on an image forming apparatus that also contains said print engine; and (c) a 
second bulk memory device that is resident on an external computer. 

However, Morohashi et al. teach wherein said system stored one of said first 
data signal and said second data signals as a file in memory circuit (26, figure 2; column 
6. lines 33-38). 

Norris et al. and Morohashi et al. are combinable because they are from the 
same field of endeavor. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have a memory in order to store one of said first data signal and said 
second data signals. 

The suggestion/motivation for doing so would have been for reliability. 
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Therefore, it would have been obvious to combine Norris et al. with Morohashi et 
al. to obtain the invention as specified in claim 43. 

(5) regarding clainri 44: 

Norris et al. disclose all of the subject matter as described as above except for 
teaching wherein said file comprises one of: (a) uncompressed data; (b) lossless 
compressed data; (c) lossy compressed data; (c) a WAV file, and (d) an MP3 file. 

However, Morohasi et al. teach wherein said file comprises lossless compressed 
data (column 6, line 65-column 7, line 8; note that the audio compression used in this 
system gets expanded or reconstructed as desired 41, figure 2). 

Norris et al. and Morohashi et al. are combinable because they are from the 
same field of endeavor. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have a data compression method that could be reconstructed as 
desired. 

The suggestion/motivation for doing so would have been to advance the 
system's efficiency by reconstructing the data as needed. 

Therefore, it would have been obvious to combine Norris et al. with Morohashi et 
al. to obtain the invention as specified in claim 44. 



(6) regarding claim 46: 
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Norris et at. disclose all of the subject matter as described as above except for 
teaching wherein said at least one processing circuit is further configured: (f) to receive 
an additional audio-frequency signal from said microphone; (g) to convert said 
additional audio-frequency signal and to automatically append said additional audio- 
frequency signal as a further portion of said second data signal; and (h) to record said 
further portion of said second data signal as part of said hard-copy printout. 

However, Morohasi et al. teach wherein said at least one processing circuit is 
further configured: (f) to receive an additional audio-frequency signal from said 
microphone (column 6, lines 25-29); (g) to convert said additional audio-frequency 
signal and to automatically append said additional audio-frequency signal as a further 
portion of said second data signal (column 6, lines 29-37); and (h) to record said further 
portion of said second data signal as part of said hard-copy printout (column 6, line 65- 
column 7, 8). 

Norris et al. and Morohashi et al. are combinable because they are from the 
same field of endeavor. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to receive an additional audio-frequency signal from said microphone; to 
convert said additional audio-frequency signal and to automatically append said 
additional audio-frequency signal as a further portion of said second data signal; and to 
record said further portion of said second data signal as part of said hard-copy printout. 

The suggestion/motivation for doing so would have been to have an efficient and 
versatile system. 
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Therefore, it would have been obvious to combine Norris et al. with Morohashi et 
al. to obtain the invention as specified in claim 46. 

(7) regarding claim 47: 

Norris et al. disclose all of the subject matter as described above except for 
teaching wherein a maximum amount of remaining recording time is graphically 
displayed in a graphic preview mode of operation, based upon an amount of physical 
space that remains available upon said hard-copy printout. 

However, Morohashi et al. teach wherein a maximum amount of remaining 
recording time is graphically displayed in a graphic preview mode of operation (column 
5, lines 46-49; line 66-column 6, line 4), based upon an amount of physical space that 
remains available upon said hard-copy printout (column 10, lines 30-37; note that the 
recording duration can be changed according to the operation setup conditions). 

Norris et al. and Morohashi et al. are combinable because they are from the 
same field of endeavor. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have a maximum amount of remaining recording time is graphically 
displayed in a graphic preview mode of operation, based upon an amount of physical 
space that remains available upon said hard-copy printout. ' 

The suggestion/motivation for doing so would have been to advance the 
accuracy and processing time of the system. 
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Therefore, it would have been obvious to combine Norris et al. with Morohashi et 
al. to obtain the invention as specified in claim 42. 

6. Claim 45 is rejected under 35 U.S.C. 103(a) as being unpatentable over Norris et 
al. (US Publication Number 2003/0072013 Al) as applied to claim 39 above, and further 
in view of Soscia (US Patent Number 6,441,921 B1). 

(7) regarding claim 45: 

Norris et al. disclose all of the subject matter as described as above except for 
teaching wherein an optical scanner that generates a third data signal from scanning a 
sheet of hard-copy media, wherein: 

at least a portion of image information on said hard-copy media comprises audio 
information; 

at least a portion of said third data signal is representative of said audio 
information; and 

said at least one processing circuit is further configured for one of: (f) to convert 
said third data signal into a fourth data signal comprising a print job, and to transfer said 
fourth data signal to said print engine for recording as a hard-copy printout upon a print 
media, in which at least a portion of said hard-copy printout is representative of said 
audio information; and (g) to store one of said third data signal and said fourth data 
signal as a file in a bulk memory device, wherein said file comprises one of: (i) 
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uncompressed data; (ii) lossless compressed data; (iii) lossy compressed data; (iv) a 
WAV file, and (v) an MP3 file. 

However Sosica discloses wherein an optical scanner that generates a third data 
signal from scanning a sheet of hard-copy media (column 2, lines 39-42), at least a 
portion of image information on said hard-copy media comprises audio information 
(column 3, lines 11-15); at least a portion of said third data signal is representative of 
said audio information (column 3, lines 16-26; note that the third data signal is 
considered as the analog sound signal which is converted to sound representative of 
the sound message); and said at least one processing circuit is further configured to 
convert said third data signal into a fourth data signal comprising a print job (column 2, 
lines 61-65), and to transfer said fourth data signal to said print engine for recording as 
a hard-copy printout upon a print media (column 2. lines 65-67), in which at least a 
portion of said hard-copy printout is representative of said audio information (column 3, 
lines 1-6, lines 11-15). 

Norris et al. and Soscia are combinable because they are from the same field of 
endeavor. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have an optical scanner that generates a third data signal from 
scanning a sheet of hard-copy media, at least a portion of image information on said 
hard-copy media comprises audio information; at least a portion of said third data signal 
is representative of said audio information; and said at least one processing circuit is 
further configured to convert said third data signal into a fourth data signal comprising a 
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print job. and to transfer said fourth data signal to said print engine for recording as a 
hard-copy printout upon a print media, in which at least a portion of said hard-copy 
printout is representative of said audio information. 

The suggestion/motivation for doing so would have been to have an easy and 
reliable system that playback sounds that have been receded on a print medium. 



Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Doi et al. (US Patent Number 6,552,825 B1) disclose a data communication 
apparatus such as a facsimile apparatus having an automatic telephone message 
recording function, having a common memory for storing video and audio data that have 
been received or are to be transmitted. 

Petteruti et al. (US Publication Number 2006/0023251 Al) disclose a portable 
printer that can be attached to a variety of models and types of portable devices, such 
as PDA, cell phones or other terminal devices. 

Rajasekharan et al. (US Publication Number 2003/0089777 Al) disclose a 
labeling and content authoring scheme that enables seamless labeling, authoring, and 
playback of authored content, e.g. audio. 
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8. Any inquiry concerning this communication or earlier communication from ttie 
examiner should be directed to Hilina Kassa whose telephone number is (571) 270- 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler Lamb could be reached at (571) 272- 7406. 
Any response to this action should be mailed to: 

Commissioner of Patent and Trademarks 

Washington, D.C. 20231 
Or faxed to: 

(703) 872-9314 (for Technology Center 2600 only) 
Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA, Sixth Floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Technology Center 2600 Customer Service Office 
whose telephone number is (703) 306-0377. 
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Hilina Kassa 




July 3, 2007 
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